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a digital drawing in the style of Banksy of a very handsome 
male attorney talking to a group of brewers about trademarks 
and marketing 
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Who owns AI 
images?
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TRADEMARKS
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MARKETING
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MARKETING
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WHAT IS A 
TRADEMARK?
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• Name: Arrogant Bastard Ale

• Slogan: Hated by Many, Loved 
by Few, You’re Not Worthy

• Image: Gargoyle, Arrogant 
Bastard Font Logo



WHAT IS A TRADEMARK?
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I WANT TO 
COPYRIGHT 

MY BEER
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COPYRIGHT VS TRADEMARK
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COPYRIGHT VS TRADEMARK
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I WANT TO 
COPYRIGHT 

MY BEER

18



WHAT IS THE PURPOSE 
OF A TRADEMARK?

• Indicated the source or origin of 
goods or services

• Assures consumers of the quality 
of goods bearing the mark

• Creates business goodwill and 
brand awareness
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• Trade/Business Name: identifies a 
company or business.

• Trademark: identifies the goods or 
services of that company.

WHAT IS THE DIFFERENCE 
BETWEEN A TRADE NAME 

AND A TRADEMARK?
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Filing the name with the secretary of state does not create trademark rights

COMMON MISCONCEPTION
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COMMON LAW 
TRADEMARKS
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• Obtained simply by using 
the trademark in association 
with your product or service

• No application process

• Limited to where and how 
used plus “zone of natural 
expansion”



COMMON 
LAW 
TRADEMARKS
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• According to 11 V.S.A. § 2527.:

• The Secretary of State shall not register a trademark which 
consists of or comprises:

1. Immoral, deceptive, or scandalous matter;

2. Matter which may disparage or falsely suggest a connection with 
persons, living or dead, institutions, beliefs, or national symbols, or 
bring them into contempt, or disrepute; consists of or comprises 
the flag or coat of arms or other insignia of the United States, or of 
any state or municipality, or of any foreign nation or any simulation 
thereof.

• The Secretary of State shall not register as a trademark:

1. A merely geographical name or term.

2. A phrase which consists merely in words which are descriptive of 
the merchandise with which they are used or the character or 
quality of such merchandise.

3. A word and/or symbol which is identical with any previously 
registered trademark by any other person which when applied to 
the goods of the applicant is likely to cause confusion or mistake or 
to deceive purchasers or such trademark as to be likely to cause 
confusion or mistake in the minds of the public or to deceive 
purchasers.

4. A word and/or symbol which so nearly resembles previously 
registered trademark as to be likely to cause confusion or mistake 
in the minds of the public or to deceive purchasers, or any 
trademark which consists merely in the name of any person, not 
written, printed, impressed, or woven in a particular or distinctive 
manner or in association with a portrait of such individual.

5. The portrait of any living individual, except with the consent of such 
individual evidenced by an instrument in writing.

STATE TRADEMARKS
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http://legislature.vermont.gov/statutes/section/09/071/02527


BENEFITS OF US 
FEDERAL 

REGISTRATION

• Establishes nationwide protection

• Only way to establish rights 
BEFORE commencing use

• It allows you to “test the legal 
waters” before the mark hits the 
market, giving others a chance to 
challenge before incurring 
significant expenses

• Get to use the ® symbol

• More comprehensive than State 
Trademarks 25



STATE REGISTRATIONS 
VS FEDERAL
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• Cheaper
• Easier to obtain
• Quicker
• But limited (1 state vs 50)



TRADEMARK “USE”?
• “In use” means the bona fide use of a mark in the ordinary course of 

trade.

• Not made merely to reserve a right to a mark.

• It is not sufficient to say that you plan to launch the new product or 
start a business using the mark.

• Must be used on the goods you want to protect (beer name on a     
T-shirt won’t count as a trademark for beer).
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VS



• The goods are sold or transported in commerce in the state 
AND

• The mark is placed in any manner on the goods or other 
containers;

• The mark is placed on displays associated with the goods; or

• The mark is affixed directly to the goods by means of tags or 
labels.

• If the nature of the goods makes such placement 
impracticable, then on documents associated with the goods 
or their sale.

•      (translation= on a menu or packaging)

TRADEMARK “IN USE”?
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• An Intent-To-Use trademark application (ITU 
application) allows an applicant to apply for a 
trademark that has not yet been used in 
commerce.

• After the initial filing, the applicant must file 
a Statement of Use once the mark has been 
used in connection with the goods or services 
identified in the application.

• By filing an Intent-To-Use application, you get 
an earlier filing date even though you haven’t 
launched the product or made any sales. This 
earlier filing date, or “priority date,” can be a 
significant procedural advantage since the 
USPTO will not use later-filed applications for 
similar marks to block your application.

TRADEMARK “IN USE”?
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TRADEMARK “IN USE”?

• Geographic scope of use (initially and in the next several 
years)

• Length of Use

• Timing for Use/Launch

• Distribution/licensing arrangements

• Budget considerations

• Do you care if other breweries use the name?
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HOW FAR DO 
YOU WANT 

TO EXPAND?
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• Prior user v. Registrant

• Contestable Registration

• Incontestable Registration

COMMON LAW V 
REGISTRANT
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WHY 
TRADEMARK?
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Finding a distinctive name for your beer or brand isn’t as 
easy as it once was. Fortunately, there are still billions of 
options out there. You just have to use your 
imagination… and ask yourself (or Google) a few 
important questions along the way. 

• Is it unique?

• Is it descriptive?

• Is it a hop pun? 

• Is it confusingly similar to other beer names out there? 

WHAT’S IN A NAME? 
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UTILIZING ARTIFICIAL 
INTELLIGENCE AS PART OF 

YOUR BRAND STRATEGY
• AI can be a helpful name-generator and virtual idea 

springboard 

• Useful if you have a direction (beer style, for 
example) but no fresh naming ideas 

• Good starting point for content generation (blogs, 
press releases, social media posts) 

• Still need to exercise due diligence in making sure a 
generated name is not taken and generated content 
is accurate 
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• Trademarks require ongoing and continuous 
usage in order to maintain exclusive rights

• According to 15 USC 1127, a trademark is 
considered abandoned if “its use has been 
discontinued with intent not to resume such 
use.”

• 3 year presumption of abandonment for 
non-use

ABANDONMENT
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BUSINESS TIP
Never “retire” a trademarked beer
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HAVE A 
PLAN AND 
IDENTITY.

Are you a 15 different beers a year 
brewery or 50?
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Cans are harder to change than a menu

WILL YOU DISTRIBUTE?
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DON’T BE AFRAID TO BRAG
40



Brewery Name + Style

HOUSE 
BRANDING
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DESCRIPTIVE 
TRADEMARKS

• Often, a word (or words) that merely 
describes a product - or one of its ingredients 
or attributes - is too weak to function as 
a trademark
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HOUSE 
BRANDING

Logo
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HOUSE BRANDING
Logo + One Offs
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UNIQUE BRANDING
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UNIQUE 
BRANDING
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BUT BE CAREFUL…
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EXPAND POPULAR BRANDS
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BUT ONLY IF IT 
MAKES SENSE
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BE CREATIVE 
WITH YOUR 

BRANDS
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COMMON 
MISCONCEPTIONS

Similarity in sound is one factor in 
determining whether the marks are 

confusingly similar
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I will spell my trademark differently



BE CREATIVE WITH YOUR BRANDS
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PARODY?
The parodist must be making a commentary about the brand through 

humor or criticism.
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FICTIONAL 
TRADEMARKS

Elements from a fictional show can 
be protectable
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FICTIONAL TRADEMARKS+ 
COPYRIGHTS=TROUBLE
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PSEUDONYM BRANDS
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BEWARE
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I CAN’T BELIEVE 
IT’S 

TRADEMARKED

58
58



BEWARE OF THE 
DOCTRINE OF FOREIGN 

EQUIVALENTS

• Under the doctrine of foreign 
equivalents, a foreign word (from a 
language familiar to an appreciable 
segment of American consumers) 
and the English equivalent may be 
held to be confusingly similar.

• If the evidence shows that the 
relevant English translation is literal 
and direct, and no contradictory 
evidence of shades of meaning or 
other relevant meanings exists, the 
doctrine generally should be applied 
by the examining attorney. 
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SUGGESTIVE 
TRADEMARKS

• A suggestive mark is different from a 
descriptive mark because the consumer or 
member of the public must exercise his or her 
imagination - or thought or perception - to 
draw a conclusion about what kinds of goods 
or services are being offered.
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PHONETIC 
EQUIVALENTS

• A slight misspelling of a word will not turn a 
descriptive or generic word into a 
non-descriptive mark
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BE CAREFUL WITH YOUR GRAPHIC DESIGNERS
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FUN FACT – A URL IS 
GENERALLY NOT A 

TRADEMARK

• A trademark can be part of a URL – such as 
www.jesterking.com

• Jester King is a trademark, www.jesterking.com is not 
because it is not used as a source identifier for the goods and 
services associated with the JESTER KING mark

• URL is the address on the web

• There is an exception, and this is if the URL is used as a brand 
identifier

• Example:  Booking.com
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COMMON MISCONCEPTIONS
Descriptive elements will require a disclaimer 64

I will add a descriptive term to my mark to distinguish it



QUESTIONS?
Mike Drumm

720-257-9060

mike@beerattorney.com
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THANK YOU
Mike Drumm

720-257-9060

mike@beerattorney.com

www.beerattorney.com
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Disclaimer: This presentation does not constitute legal advice or a legal opinion on 
any matter discussed. This presentation is for educational purposes only. If you have 
a specific legal question, please consult with an attorney of your own choice.


